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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application: Robert M. Jones et al. 



Confirmation No: 4098 



Serial No.: 10/541,657 



Group Art Unit: 1624 



Filed: January 14, 2004(Intl. Filing Date) 



Examiner: Not Yet Assigned 



For: 1,2,3-TRISUBSTITUTED ARYL AND HETEROARYL DERIVATIVES AS 
MODULATORS OF METABOLISM AND THE PROPHYLAXIS AND TREATMENT 
OF DISORDERS RELATED THERETO SUCH AS DIABETES AND 
HYPERGLYCEMIA 



Certificate of Mailing 

I hereby certify that this correspondence, 
22 citation sheets listing 386 references, and 342 
references are being provided in seven (7) separate 
boxes, are being Deposited with the United States 
Postal Service as first class mail addressed to: Mail 
Stop PCT, Commissioner for Patents, Washington, 
DC 20231 
On this date 



February 27. 2007 
By- a /O , 



Susanne H. Goodson, Ph.D. 
Registration No.: 58,450 



MAIL STOP PCT 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir: 



INFORMATION DISCLOSURE STATEMENT 

Pursuant to 37 C.F.R. §§ 1.56 and in accordance with 37 C.F.R. §§ 1.97 and 1.98, 
information relating to the above-identified application is hereby disclosed, the Examiner in 
charge of the above-identified application is requested to consider and make of record the 
references listed on the PTO Forms SB/08A and SB/08B, formerly known as PTO Form 
1449, submitted herewith. 

Inclusion of the information submitted herewith is not to be construed as an admission 
that the information is material as that term is defined in 37 C.F.R. § 1.56(b). 

In accordance with 37 C.F.R. § 1 .97(g), the filing of this Information Disclosure 
Statement shall not be construed to mean that a search has been made. 
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This Information Disclosure Statement is being filed: 

("""1 within three months of the filing date of the patent application. 

□ within three months of the date of entry into the national stage as set forth in 
37 C.F.R. § 1.491 of the international application. 



□ 



□ 



□ 



before the mailing date of a first Office Action on the merits. 

after the mailing date of a first Office Action on the merits, but before the 
mailing date of a Final Office Action under 37 C.F.R. § 1.1 16 or a Notice of 
Allowance under 37 C.F.R. § 1.31 1, and accordingly is accompanied by: 

□ the Statement under 37 C.F.R. § 1 .97(e) (see "Statement" below); 

or 

□ the Fee of $180.00 set forth in 37 C.F.R. § 1.1 7(p); or 
Q No fee is owed by the applicant(s). 

In accordance with 37 C.F.R. § 1.129(a), this Information Disclosure 
Statement is being filed in connection with □ the first or □ second After 
Final Submission, and accordingly is accompanied by the Statement under 37 
C.F.R. § 1.97(e) (see "Statement" below) and the fee of $180.00 as set forth in 
37 C.F.R. § 1.1 7(p), is attached. 

after the mailing date of a Final Office Action under 37 C.F.R. § 1 .1 16 or a 
Notice of Allowance under 37 C.F.R. § 1.31 1, but before the payment of the 
Issue Fee, and accordingly is accompanied by the Statement under 37 C.F.R. 
§ 1.97(e), (see "Statement," and "Fees" below). 

Copies of the references (excluding the U.S. Patent Documents) listed on the 
attached PTO Forms SB/08a and SB/08b, formerly known as PTO Form 1449, 
are enclosed. 

* 

EXCEPT THAT: 



In view of the voluminous nature of references JF, LX, ME, PI, PJ, 
and, PK and the likelihood that these references are available to the 
Examiner, copies are not enclosed herewith. 
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□ In accordance with 37 C.F.R. § 1.98(d), copies of the following 

references listed on the attached PTO Form SB/08A and PTO Form 
SB/08B, formerly known as PTO Form 1449 are not enclosed herewith 
because they were previously cited by or submitted to the U.S. Patent 
and Trademark Office in patent application(s) for which a claim for 
priority under 35 U.S.C. § 120 have been made in the instant 
application. 

3 If any of the foregoing publications are not available to the Examiner, 
Applicant will endeavor to supply copies at the Examiner's request. 

Statement under 37 C.F.R. § 1.97(e) 

□ The undersigned attorney hereby states that each item information contained 
in the Information Disclosure Statement was cited in a communication from a 
foreign patent office in a counterpart foreign patent application not more than 
three months prior to the filing of the Information Disclosure Statement. 

Fees 



^ No Fee is owed by the applicant(s). 

The Information Disclosure Statement Fee of $180.00 under 37 C.F.R. 
§ 1.1 7(p) is enclosed herewith. 



Method of Payment of Fees 

I | Attached is a check in the amount of $ . This form is 

submitted in duplicate. 
□ Charge Deposit Account No. 50-1275 in the amount of $180.00. This form is 

submitted in duplicate. 
^ Please charge any deficiency or credit any overpayment to Deposit Account 

50-1275. 
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3 No fee or Statement is required under 37 C.F.R. § 1.97(b) as no first Office 
Action on the merits has been received by Applicants. 

Respectfully submitted, 



Dated: February 27, 2007 

COZEN O'CONNOR, P.C. 
1900 Market Street, 5 th Floor 
Philadelphia, PA 19103-3508 
(215) 665-2000 - Telephone 
(215) 665-2013 - Facsimile 




Susanne Hoff Goodson, Ph.D. 
Registration No. 58,450 



PTO/SB/08a (08-03) 
Approved for use through 07/31/2006. OMB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 
Under the Paperwork Reduction Act of 1 995. no persons are required to respond to a collection of information unless it contains a valid OMB control numb er. 
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Initials * 


Cite 
No. 1 


Document Number 


Publication/Issue Date 
MM-DD-YYYY 


Name of Patentee or Applicant of 
Cited Document 


Pages, Columns, Lines, Where Relevant 
Passages or Relevant 
Figures Appear 


Number - Kind Code 2 [if known) 




AA 


US-3,503,963 


03-31-1970 


Schweizer, et al. 






AB 


US-3,592,932 


07-13-1997 


Duerr et al. 






AC 


US-3,608,087 


09-21-1971 


Patchett et al. 






AD 


US-3,686,238 


08-22-1972 


Zaffaroni et al. 






AE 


US-3,690,834 


09-12-1972 


Goldstein et al. 






AF 


US-3,849,420 


11-19-1974 


Tone 






AG 


US-3,852,434 


12-03-1974 


Kahan et al. 






AH 


US-3,862,117 


01-21-1975 


Leverenz 






AI 


US-3,887,329 


06-03-1975 


Hegar et al. 






AJ 


US-3,966,744 


06-29-1976 


Goldstein et al. 






AK 


US-3,966,764 


06-29-1976 


Goldstein et al. 






AL 


US-3,975,384 


08-17-1976 


Narr et al. 






AM 


US-3,984,411 


10-05-1976 


Claverie et al. 






AN 


US-4,101,541 


07-18-1978 


Petitpierre et al. 






AO 


US-4,189,427 


02-19-1980 


Komorowski 






AP 


US-4,242,507 


12-30-1980 


Itoh et al. 






AQ 


US-4,267,174 


05-12-1981 


Berger et al. 






AR 


US-4,275,148 


06-23-1981 


Endo et al. 






AS 


US-4,397,848 


08-09-1983 


Bosies et al. 






AT 


US-4,517,183 


05-14-1985 


Bosies et al. 






AU 


US-5,691,364 


11-25-1997 


Buckman et al. 






AV 


US-5,849,759 


12-15-1998 


Arnaiz et al. 






AW 


US-5,948,786 


09-07-1999 


Fujiwara et al. 





FOREIGN PATENT DOCUMENTS 
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Cite 
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Foreign Patent Document 



Country Code 3 - Number 4 - Kind Code 5 {if known) 
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Date/Filing Date 
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Name of Patentee or Applicant of 
Cited Document 



Pages, 
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T 6 



AX 



AU 492126 



11-20-1975 



Ciba-Geigy AG 



AY 



AT 327605 (w/Eng. abst) 



06-15-2006 



Deutsche Telekom AG 



AZ 



BE 829845 (w/counterpart USP 3,984,411) 



12-04-1975 



Societe Generale de Recherches 
et d' applications scientifiques 



BA 



BE 868796 (w/counterpart USP 4,267,174) 



01-08-1979 



Boehringer 



BB 



CH 560197 (w/Eng. abst.) 



03-27-1975 



Ciba-Geigy AG 



BC 



DE 19602095 (w/Eng. abst) 



07-24-1997 



Bayer AG (DE) 



BD 



DE 19737723 (w/Eng. abst) 



02-18-1999 



Bayer AG (DE) 



BE 



DE 19962936 



im£m 



ne. abst 



i 



06-28-2001 



Baver AG (DE 



Examiner 
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Date 

Considered 



•EXAMINER: Initial if reference considered, whether or not citation is in conformance with MPEP 609. Draw line through citation if not in conformance and not considered. 
Include copy of this form with next communication to applicant. 1 Applicant's unique citation designation number (optional). See Kinds Codes of USPTO Patent Documents at 
www.usoto.oov or MPEP 901.04. 3 Enter Office that issued the document, by the two-letter code (WIPO Standard ST.3). 4 For Japanese patent documents, the indication of the 
year of the reign of the Emperor must precede the serial number of the patent document. 5 Kind of document by the appropriate symbols as indicated on the document under 
WIPO Standard ST. 16 if possible. 8 Applicant is to place a check mark here if English language Translation is attached. 

This collection of information is required by 37 CFR 1.97 and 1.98. The information is required to obtain or retain a benefit by the public which is to file (and by the USPTO to 
process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 2 hours to complete, including gathering, preparing, 
and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to complete 
this form and/or suggestions for reducing this burden, should be sent to the Chief Information Officer, U.S. Patent and Trademark Office, U.S. Department of Commerce, P.O. 
Box 1450, Alexandria, VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, 
Alexandria, VA 22313-1450. 



If you need assistance in completing the form, call 1-800-PTO-9199 and select option 2 
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BF 


US-5,962,479 


10-05-1999 


Chen 






BG 


US-6,008,234 


12-28-1999 


Kochanny et al. 






BH 


US-6,187,777 


02-13-2001 


Norman et al. 






BI 


US-6,218,431 


04-17-2001 


Schoen et al. 






BJ 


US-6,239,126 


05-29-2001 


Kelly et al. 






BK 


US-6,414,002 


07-02-2002 


Cheng et al. 






BL 


US-6,525,064 


02-25-2003 


Dellaria et al. 






BM 


US-6,545,016 


04-08-2003 


Dellaria et al. 






BN 


US-6,545,017 


04-08-2003 


Dellaria et al. 






BO 


US-6,583,154 


06-24-2003 


Norman et al. 






BP 


US-6,844,351 


01-18-2005 


Chen et al. 






BQ 


US-6,956,047 


10-18-2005 


Chen et al. 






BR 


US-6,239,126 


05-29-2001 


Kelly et al. 






BS 


US-7,083,933 


08-01-20066 


Prosidion Ltd. 






ON 


US-2006/155128 


07-13-2006 


Jones et al. 
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BT 


DE 2048375 (w/GB1311956) 


04-22-1971 


Merck & Co. ; 








BU 


DE 2223644 (w/GB1393993) 


11-30-1972 


Ciba-Geigy AG 








BV 


DE 2341925 (w/Eng. abst) 


03-06-1975 


Thomae Gmbh 








BW 


DE 2356644 (w/USP3,948,914) 


05-22-1974 


Ciba Geigy AG 








BX 


DE 2460238 (w/GB1493380) 


07-03-1975 


Ciba Geigy AG j 








BY 


DE 2503136 (w/GB1495665) 


07-31-1975 


Products Chimiques j 
Ugine Kuhlmann 








BZ 


DE 2831850 (w/USP 4,273,870) 


02-07-1980 


BASF AG 








CA 


DE 3334455 (w/Eng. abst.) 


09-06-1984 


Bayer 








CB 


DE 3406329 (w/Eng. abst.) 


08-22-1985 


Merck & Co. ! 
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CC 


DE 3601196 (w/USP4,766,213) 


07-23-1987 


Merck & Co. 








CD 


EP 0 014 976 (w/USP4,517,183) 


09-03-1980 


Boehringer 








CE 


EP 0 055 693 (w/USP4,493,726) 


07-07-1982 


CIBA Geigy AG 








ON 


EP 0 154 190 (w/Eng. abst.) 


09-11-1985 


Merck Patent Gesellschaft 








CF 


EP 0 283 261 


09-21-1988 


Zeneca Ltd. 








CG 


EP 0 324 426 


07-19-1989 


Fuji Photo Film 








CH 


EP 0 518 675 


12-16-1992 


Merck & Co. 








CI 


EP 0 556 889 


08-25-1993 


Duphar Int Res 








Q 


EP 0 565 488 (w/Eng. abst.) 


10-13-1993 


Ciba Geigy AG 








CK 


EP 0 604 800 (w/Eng. abst.) 


07-06-1994 


Thomae BMGH 








CL 


EP 0 667 343 (w/Eng. abst.) 


08-16-1995 


Sandoz Ltd. 








CM 


EP 0 801 059 


10-15-1997 


Dainippon Pharmaceutical Co 








CN 


EP 0 857 483 


08-12-1998 


Eli Lilly Co. 








CO 


EP 0 940 387 


09-08-1999 


Tokyo Tanabe Co. 








CP 


EP 1 074 549 


02-07-2001 


F. Hoffmann La Roche AG 








CQ 


EP 1 040 831 


05-23-2003 


Pfizer 








CR 


EP 0 149 088 (w/USP4 / 643 / 995) 


12-01-1984 


Degussa Akt. 








CS 


EP 0 191 603 


08-20-1986 


Fujisawa Pharma 








CT 


EP 0 193 249 


09-03-1986 


Duphar 








S~>T T 
CU 


el 1 J4U /4y 


\J7-\J0-Z\J\JD 


laKaua v^nemicai inaustnes 








cv 


EP 1 475 094 


11-10-2004 


Ustav Ex Botan Akademie 








cw 


FR 1551400 (w/USP3 / 598 / 801) 


12-27-1968 


J.R. Geigy AG 








cx 


GB 935595 


08-28-1963 


Ciba Ltd 








CY 


GB 1311956 


03-28-1973 


Merck & Co. 








IU 


JP 61-057587 (w/Eng. abst.) 


03-24-1986 


Shionogi & Co. Ltd. 








cz 


JP 05-33359 (w/Eng. abst.) 


12-17-1993 


Mitsui Toatsu Chem 








DA 


JP 07-53546 (w/Eng. abst.) 


02-28-1995 


Kuraray Co. 








DB 


JP 11-193277 (w/Eng. abst.) 


07-21-1999 


Nippon Soda Co 








DC 


JP 55-17382 (w/2 Eng. absts.) 


02-06-1980 


BASF AG 








DD 


JP 2000-038350 (w/Eng. abst.) 


02-08-2000 


Yoshitomi Pharmaceutical 








DE 


JP 2001-089452 (w/Eng. abst) 


04-04-2001 


Sankyo Co 








DF 


JP 2004-269468 (w/Eng. translation) 


09-30-2004 


Yamanouchi Pharmaceutical 








DG 


JP 2004-269469 (w/Eng. translation 


09-30-2004 


Yamanouchi Pharmaceutical 








DH 


NL 6614961 (w/USP3,503,963) 


04-24-1967 


Ciba Limited 








DI 


NL 6814810 (w/GB1250624) 


04-21-1969 


Ciba Limited 








DJ 


SU 938 559 (w/Eng. abst. 


11-30-1993 


Vsesoyuznyj Ni Khim 
Farmatsevt 








DK 


WO 94/13677 


06-23-1994 
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izer 
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DL 



WO 95/33750 



12-14-1995 



Pfizer 



DM 



WO 96/28427 



09-19-1996 



Berlex Lab 



DN 



WO 96/32383 (w/Eng. abst) 



10-17-1996 



Dainippon Pharmaceutical 



DO 



WO 96/33994 (w/Eng abst.) 



10-31-1996 



Nippon Soda Co 



DP 



WO 96/36613 (w/Eng abst) 



11-21-1996 



Nippon Soda Co 



DQ 



WO 97/08152 (w/Eng abst.) 



03-06-1997 



Lonza AG 



DR 



WO 97/26252 



07-24-1997 



FMC Corp. 



DS 



WO 97/29109 



08-14-1997 



Janssen Pharmaceutica, et al. 



DT 



WO 97/49706 



12-31-1997 



Novartis AG 



DU 



WO 98/04528 



02-05-1998 



Bayer Corp. 



DV 



WO 98/08846 



03-05-1998 



Pfizer 



DW 



WO 98/08847 



03-05-1998 



Pfizer 



DX 



WO 98/11094 



03-19-1998 



Schering Akt. 



DY 



WO 98/47874 



10-29-1998 



Janssen Pharmaceutica, et al. 



DZ 



WO 98/47903 



10-29-1998 



Janssen Pharmaceutica, et al. 



EA 



WO 99/09026 



02-25-1999 



Bayer Akt. 



EB 



WO 99/51599 



10-14-1999 



Neurogen Corp 



EC 



WO 00/11003 



03-02-2000 



Du Pont Pharm 



ED 



WO 00/27825 



05-18-2000 



Janssen Pharmaceutica 



EE 



WO 00/31068 



06-02-2000 



Berlex Lab 



EF 



WO 00/35875 
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